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DETAILED ACTION 

1. This action is responsive to communications: RCE filed on 9/15/2005 and IDS 
filed on 7/25/2006. 

2. Claims 1, 3-9, and 11-17 are pending in this case. Claims 1, 8, 9, 16, and 17 are 
independent claims. Claims 1, 8, 9, and 16 have been amended. Claim 17 has been 
newly added. 

C/a/m Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 8, 9-11, and 16 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Muranaga et al. (hereinafter Muranaga, US Patent Number 5,671 ,428, 
issued on September 23, 1997). 

Regarding independent claim 1, Muranaga discloses a method in which a 
document that is to be examined is stored in a document database (Figure 1 , item 
number 4 of Muranaga). Muranaga also discloses a method in which examiners 
(reviewers or commentators) attributes are also stored in a database (column 20, line 
30-column 21 line, 15 of Muranaga). Based on attributes a user may select the 
examiner(s) (proofreaders) that are to review the document at which point the system 
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requests that the examiner reviews the document (column 3, line 18-column 4, line 21 
and column 17, line 25-column 20, line 55 and column 24, line 49-column 25, line 5 of 
Muranaga). Muranaga also discloses a method in which the examiner may use a 
browser to view the document and may input results (comments) about the document, 
at which point the comments may be viewed by the requester, all users may have 
access to their own personal terminal device connected to a network (column 3, line 18- 
column 4, line 21 and column 7, line 3 through 40 of Muranaga). Muranaga does not 
explicitly disclose that the results (comments) are stored in a searchable list. However, 
Muranaga does disclose that the results are stored in a database (column 7, line 3 
through 40 of Muranaga). The definition of database as given by Microsoft Press 
Computer Dictionary, second edition, published in 1994 is paraphrased as "...any 
aggregation of data... together with a collection of operations that facilitate searching, 
sorting, recombination, and similar activities." Based on this definition of a database in 
the art at the time of invention it is inherent that the results that are stored in a database 
would be searchable because a database inherently provides searching capabilities. 

Regarding dependent claim 3, Muranaga discloses a method in which based 
on the importance/priority of a document only certain examiners may have full access to 
the document based upon the priority set forth in their own attributes (column 20, lines 
30-67 of Muranaga). 

Regarding independent claim 8, the claim incorporates substantially similar 
subject matter as claim 1 . Thus, the claim is rejected along the same rationale as claim 
1. 
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Regarding independent claim 9 and dependent claim 11, the claims 
incorporate substantially similar subject matter as claims 1 and 3. Thus, the claims are 
rejected along the same rationale as claims 1 and 3. 

Regarding independent claim 16, the claim incorporates substantially similar 
subject matter as claim 1 . Thus, the claim is rejected along the same rationale as claim 
1. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Muranaga et al. (hereinafter Muranaga, US Patent Number 5,671,428, issued on 
September 23, 1997) as applied to claims 2 and 10 above, and further in view of IBM 
Technical Disclosure Bulletin (hereinafter IBM, published on March 1, 1994). 

Regarding dependent claim 4, Muranaga does not disclose a method in which 
the status of the result is checked and that reminders are sent to the examiner. 
However, IBM discloses a method in which a document reviewer is sent a reminder of a 
due date prior to the due date if the review is not completed and sent another reminder 
when the review becomes overdue (Pages 2-3 of IBM). It would have been obvious to 
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one of ordinary skill in the art at the time the invention was made to have combined the 
methods of Muranaga and IBM because it would have increased the ability of work 
getting done on time. 

Regarding dependent claim 12, the claim incorporates substantially similar 
subject matter as claim 4. Thus, the claim is rejected along the same rationale as claim 
4. 

7. Claims 5-7, 13-15, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muranaga et al. (hereinafter Muranaga, US Patent Number 
5,671,428, issued on September 23, 1997) as applied to claims 1-2 and 9-10 above, 
and further in view of Pavlov (US Patent Number 6,725,426, filed March 17, 2000). 

Regarding dependent claim 5 and 6, Muranaga discloses a method in which 
the examination results are stored in a database and summed up (list of all comments) 
and the user is allowed to browse the results (column 10, line 31 -column 11, line 39 of 
Muranaga). Muranaga does not disclose a method in which an XML tag is attached to 
every phrase in the results or that the original examination file is converted into an XML 
file. However, Pavlov discloses a method in which word processing documents are 
converted into XML files (column 1, line 42-column 2, line 15 of Pavlov). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Muranaga with the method of Pavlov because it would 
have allowed for device independent document and result sharing. 
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Regarding dependent claim 7, Muranaga does not disclose a method in which 
a document that is stored is presented as a model when compiling an examination 
document. However, Pavlov discloses a method in which style rules (style sheet), 
grammar rules, and transition rules are used to convert a document from a word 
processing format to an XML format (column 3, line 48-column 4, line 41 of Pavlov). 
The rules could be considered to be a model of any document that has already been 
compiled using the process. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the method of Muranaga with 
the method of Pavlov because it would have allowed for a uniform style/format of all 
documents in the system. 

Regarding dependent claims 13-15, the claims incorporate substantially similar 
subject matter as claims 5-7. Thus, the claims are rejected along the same rationale as 
claims 5-7. 

Regarding dependent claim 17, Muranaga discloses a method in which a 
document that is to be examined is stored in a document database (Figure 1 , item 
number 4 of Muranaga). Muranaga also discloses a method in which examiners 
(reviewers or commentators) attributes are also stored in a database (column 20, line 
30-column 21 line, 15 of Muranaga). Based on attributes a user may select the 
examiner(s) (proofreaders) that are to review the document at which point the system 
requests that the examiner reviews the document (column 3, line 18-column 4, line 21 
and column 17, line 25-column 20, line 55 and column 24, line 49-column 25, line 5 of 
Muranaga). Muranaga also discloses a method in which the examiner may use a 
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browser to view the document and may input results (comments) about the document, 
at which point the comments may be viewed by the requester, all users may have 
access to their own personal terminal device connected to a network (column 3, line 18- 
column 4, line 21 and column 7, line 3 through 40 of Muranaga). Muranaga does not 
explicitly disclose that the browsing may be done with a web browser. However, Pavlov 
discloses a method in which style rules (style sheet), grammar rules, and transition rules 
are used to convert a document from a word processing format to an XML format which 
is viewable in a web browser (column 3, line 48-column 4, line 41 of Pavlov). The rules 
could be considered to be a model of any document that has already been compiled 
using the process. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have combined the method of Muranaga with the 
method of Pavlov because it would have allowed for a uniform style/format of all 
documents in the system. 



Response to Arguments 

8. Applicant's arguments with respect to claims 1 , 8, 9, and 16 have been 
considered but are moot in view of the new ground(s) of rejection. 

9. Applicant's arguments filed 9/1 5/2005 have been fully considered but they are 
not persuasive. 

Applicant's arguments regarding claims 5 and 1 1 on pages 7-8 fail to comply with 
37 CFR 1 .1 1 1 (b) because they amount to a general allegation that the claims define a 
patentable invention without specifically pointing out how the language of the claims 
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patentably distinguishes them from the references. There is no argument presented, 
rather the arguments merely state a quotation from the claims and simply state that it is 
not taught by the art. The examiner has clearly shown in the previous where those 
limitations are taught in the prior art and in order to overcome the rejection the applicant 
would have to properly explain why the limitation is different from the teachings of the 
art rather than just listing the limitations. Thus, the rejection of the dependent claims as 
previously shown will be maintained as proper. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (7:30 AM - 4:00 PM), 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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